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New standard practice for examination of
classifications
A new standard practice for the
examination of classifications
has been introduced in the
European Union.
The IP TRANSLATOR decision
(C-307/10), issued by the ECJ on
June 19 2012, sought to clarify
the interpretation of trademark
protection when using class
headings. Since publication of
the decision, OHIM and the EU
national offices have discussed
at length the interpretation
of the class headings of the
Nice Classification and the
acceptability of the general
indications used in these
headings.
Following the release of
the Common Communication
on the Interpretation of IP
TRANSLATOR, on November 20
2013 OHIM and the national
IP offices published on their

respective websites a second
Common Communication on
the Common Practice of the
General Indications of the Nice
Class Headings.
The 197 general indications
of the Nice class headings
were examined with respect
to the requisites of clarity
and precision set forth in
IP TRANSLATOR. Of these,
11 were considered to lack
the clarity and precision
necessary to specify the scope
of protection that they would
give. Therefore, these general
indications will not be accepted
without further specification.
They are:
•	“goods of common metal
not included in other
classes” in Class 6;
•	“machines” in Class 7;
•	“goods in precious metals

Mattel defeated in ‘Scramble
With Friends’ dispute
In JW Spear & Sons Ltd v Zynga
Inc ([2013] EWHC 3348 (Ch))
the Chancery Division of the
High Court of England and
Wales found that Zynga Inc’s
use of the words ‘Scramble
With Friends’ for a mobile app
game did not infringe Mattel’s
SCRABBLE marks.
Mattel alleged that use
of the words ‘Scramble
With Friends’ infringed its
various SCRABBLE marks,
as well as its Community
trademark (CTM) SCRAMBLE.
Zynga counterclaimed for a
declaration that the SCRAMBLE
trademark was invalid.
Zynga had launched the
first version of the disputed
game in 2007. Scramble With
Friends was the fifth edition of
the game.
The court found that
Mattel’s lack of activity in
relation to the previous four
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versions of the game was
destructive of its case.
With regard to the alleged
infringement of the SCRABBLE
marks, the court found that
although ‘Scramble’ looked
similar to ‘Scrabble’ at first
glance, the word ‘Scramble’ on
its own or with ‘With Friends’
did not infringe the SCRABBLE
marks, as it was not similar or
likely to cause confusion.
With regard to the alleged
infringement of the SCRAMBLE
mark, the court found that the
word ‘Scramble’ is an ordinary
word which has become a
common name for such games.
Accordingly, the CTM
SCRAMBLE was held to be
invalid and, therefore, there was
no infringement.
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or coated therewith” in
Class 14;
•	“goods made from these
materials [paper and
cardboard]” in Class 16;
•	“goods made from these
materials [rubber, guttapercha, gum, asbestos and
mica]” in Class 17;
•	“goods made of these
materials [leather and
imitations of leather]” in
Class 18;
•	“goods (not included in other
classes) of wood, cork, reed,
cane, wicker, horn, bone,
ivory, whalebone, shell,
amber, mother-of-pearl,
meerschaum and substitutes
for all these materials, or of
plastics” in Class 20;
•	“repair” in Class 37;
•	“installation services” in
Class 37;

•	“treatment of materials” in
Class 40; and
•	“personal and social
services rendered by others
to meet the needs of
individuals” in Class 45.
The remaining 186 general
indications were found to be
acceptable for classification, so
they can be used on their own
without further specification.
The communication also
detailed the reasons why each
of the unacceptable general
indications was deemed to
be insufficiently clear and
precise.
This new practice was
reflected in OHIM’s Manual
on Trademark Practice and
entered into force when OHIM
launched its new website in
early December.

BSkyB successful on appeal in
NOW case
In Starbucks (HK) Limited v
British Sky Broadcasting Group
Plc ([2013] EWCA Civ 1465) the
Court of Appeal of England
and Wales upheld a High Court
decision finding that the CTM
NOW, owned by Starbucks
(HK) Limited – a Hong Kongbased media group unrelated
to the coffee shop chain – was
invalid, and that Starbucks
had no goodwill in the United
Kingdom that would give it the
right to prevent BSkyB from
using the name NOW TV in
relation to its internet protocol
television service.
According to Joel Smith
and Laura Deacon, of Herbert
Smith Freehills LLP, the
decision highlights two
important reminders for brand
owners: “First, there are risks
in adopting a brand that is
descriptive of the goods and/
or services provided under

that brand. There is great
potential value in creating
and developing a distinctive
brand that cannot be said to
be descriptive of the relevant
goods and/or services
provided… Second…owners of
brands that are well known
outside the United Kingdom,
but without a business in the
country, may not be able to
establish a sufficient goodwill
in the United Kingdom to
succeed in a passing-off action.
However, such brand owners
may be able to rely on Section
56 of the Trademarks Act
1994, which gives the owner
of a trademark that is famous
outside the United Kingdom
(and is entitled to protection
under the Paris Convention) the
right to seek an injunction to
prevent the use of an identical
or similar mark in relation to
identical or similar services”.
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