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Leaked documents provide insight into potential
overhaul of EU trademark system
According to draft European
Commission proposals obtained
by WTR, the European trademark
system is set for a shakeup. A renamed Community
trademark (CTM) and Office for
Harmonisation in the Internal
Market (OHIM), the abandonment
of examination on relative
grounds and reduced application
and renewal fees for CTMs are
among the potential changes.
According to the documents,
the proposals are designed “to
foster innovation and economic
growth by making trademark
registration systems all over
the EU more accessible and
efficient... These adjustments
dovetail with efforts to
ensure coexistence and
complementarity between the
Union and national trademark
systems”. As a consequence of
the entry into force of the Lisbon
Treaty, it is proposed that the
name of CTMs be changed to
‘European trademarks’, and that
OHIM be renamed the ‘European
Union Trademarks and Designs

Agency’. The documents also
suggest the following changes,
among others:
•	The ‘graphic representability’
requirement for European
trademarks should be
removed.
•	In light of Philips/Nokia,
the burden of proof should
be reversed in cases where
goods are placed under a
suspensive procedure.
•	European certification marks
should be introduced.
•	“All-encompassing, fast and
powerful search engines
for the free use of the
public within the context
of cooperation between the
agency and the offices of the
member states” should be
made available.
•	National offices should limit
their examination ex officio
to the absence of absolute
grounds for refusal. Member
states should also provide
expeditious opposition and
invalidation proceedings.
•	The basic fee for registration

of an individual mark in one
class would drop to €925, or
€775 for online filings and
€725 for online filings using
the online classification
database. The fee for a
second class of goods would
then be €50, €75 for a third
class and €150 per class
thereafter. The basic fee for
renewing an individual mark
would be €1,150 (€1,000 for
online filing), with charges
of €100 for the second class
and €150 for the third.
Distribution of the leaked
proposals appears limited,
but subsequent to WTR’s blog
coverage, we sat down with
Tove Graulund, MARQUES
representative and principal of
Graulund IP Services, and asked
for her initial reaction. Based on
the documents (which are not
the final published versions and
may change), she commented:
“There are many aspects we
really like, such as the abolition
of national searches – we have

asked for this for some years.
We are also happy to see a
proposal for abolishment of
relative grounds, as it brings
clarity and consistency, and are
delighted to see administrative
oppositions and cancellations. It
is also good to see that there has
been no tinkering with the fiveyear use period, including the
grace period, the three-month
opposition deadline and 10-year
renewal periods.”
Turning to fees, she similarly
views the proposal as positive:
“We wanted no overall change
and for the price for registration
in three classes, to stay the same
– and it has. If people want three
classes they can apply and it will
still be €900. The renewal fees
we also support – it’s the same
principle, in that it isn’t more
expensive for three classes in
fact, it actually decreases a little.
Obviously, we still feel it is not
so sensible to have a renewal fee
higher than the filing fee but
at least it has been decreased a
little, and we support that.”

Google not liable for misleading and deceptive ads
The High Court of Australia has
held that Google did not engage
in misleading or deceptive
conduct merely by displaying
search results generated by
advertisers’ wrongful use of
third-party trademarks as Google
AdWords (Google Inc v Australian
Competition and Consumer
Commission ([2013] HCA 1).
The Australian Competition
and Consumer Commission
(ACCC) initiated proceedings
against Google, alleging that the
results generated by its search
engine conveyed misleading
and deceptive representations

in contravention of Section 52 of
the Trade Practices Act 1974.
The primary judge dismissed
the ACCC’s claim on the grounds
that Google itself had not made
the misleading and deceptive
representations, but had merely
acted as a “conduit”. The Full
Court of the Federal Court
subsequently allowed the ACCC’s
appeal, finding that Google had
contravened Section 52 of the
act by publishing the search
results. The Full Court believed
that Google had created the
results that it published and had
therefore acted as a “principal”.

The High Court
subsequently overturned the
Full Court’s decision, holding
that “Google did not author
the sponsored links; it merely
published or displayed, without
adoption or endorsement,
misleading representations
made by advertisers”. Therefore,
it did not contravene Section 52.
Julian Gyngell of Kepdowrie
Chambers notes that the
decision is “clearly good news
for all online (and traditional)
publishers of third-party
content because it now seems
clear that merely providing the

technology (or the platform) to
enable third parties to create
or display their content is not
of itself a contravention of the
act”. However, Gyngell warns
that the decision was based on
the particular circumstances of
this case and, importantly, on
the evidence of the “minimal
level of involvement of Google
in authoring or creating the
content of the sponsored
links”. Therefore, “publishers
that engage in a greater level
of involvement in the content
of an advertisement may be
unable to rely on this decision”.
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