News focus

gTLD applicants clarify intentions;
Google launches domain registry
Applicants for generic strings
have clarified their intended use
of the top-level domains (TLDs)
that they seek to operate. This
came a day after the Internet
Corporation for Assigned Names
and Numbers (ICANN) revealed
that some stalled applications
can proceed to delegation if the
applicant blocks certain secondlevel domains while further
assessment is carried out. In
other gTLD-related news, Google
has launched its online domain
registry, Charleston Road Registry.
Earlier this year the
Governmental Advisory
Committee had argued that,
for strings consisting of generic
terms, “exclusive registry access
should serve a public interest
goal”, and identified 186 strings
of concern. In August ICANN
contacted the applicants to
enquire whether they planned
to operate the TLDs as exclusiveaccess registries, and in October it
published the responses received.
Eight applicants answered in the
affirmative for 10 strings; ICANN
will now perform further analysis
with regard to these strings, as
well as for three applicants which
did not respond.
Applicants for 138
applications indicated that
they do not intend to operate
the TLDs as exclusive-access

registries. In addition,
applicants for 35 applications
have performed a U-turn,
noting that they no longer
intend to operate them on
an exclusive-access basis.
For example, Amazon has
stated that a number of its
applications will now be open,
including ‘.app’ and ‘.book’.
Google also indicated that
its application for ‘.blog’ will
now be open, and has officially
launched its online registry at
charlestonroadregistry.com.
The site tells users: “how you
develop your piece of this
online real estate is up to you”.
However, Google has some ideas
of how its gTLDs will be used:
it foresees spaces for lawyers,
law practices and verified legal
professionals (‘.esq’), while
‘.eat’ will be directed at “food
lovers, restaurateurs and chefs”
and ‘.meme’ will house “viral
phenomena, from ideas to
images to videos”.
Elsewhere, ICANN had
proposed a three-tiered
response to the possible name
space collisions between
applied-for gTLD strings and
non-delegated TLDs, as well
as the possibility of collisions
arising from the use of X.509
digital certificates.
In October the ICANN

Board New gTLD Programme
Committee approved an
updated proposal. Jeff Moss
and John L Crain summarised
the fourfold plan on the ICANN
blog. The first step will be to
“document on a per TLD basis
those collisions that have been
identified in studies of the
‘Day In The Life of the Internet’
(DITL) data and to place each
of the secondary-level domain
(SLD) strings identified to have
had collisions on a reserved
or blocked list for that specific
TLD. These strings will not be
allowed to be registered or to
resolve until such a time as the
effects of the specific collision
are known and appropriate

mitigation strategies are
developed and implemented”.
The second step will be to
“develop a process by which
affected parties may report and
request the blocking of a SLD
that causes demonstrable harm
as a consequence of a name
collision”, while the third will
be “to develop a framework to
identify the probability and
severity of harm to better assess
the consequences of name
collisions”. The last step will be
to “target an outreach campaign
at potentially affected parties”.
Following the proposals,
‘.home’ and ‘.corp’ remain in the
‘indefinitely refused delegation’
category, but other applicants
can proceed to delegation
before receiving their SLD
collision occurrence assessment
report if they block all SLDs that
appear in the DITL dataset while
the assessment is conducted.

Google’s registry outlines its online expansion plans

ECJ: Board of Appeal has discretion to consider late-filed evidence
In Rintisch v Office for
Harmonisation in the Internal
Market (OHIM) (Cases C-120/12
P, C-121/12 P and C-122/12 P), the
European Court of Justice has
held that the Board of Appeal of
the Office for Harmonisation in
the Internal Market (OHIM) had
correctly dismissed oppositions
filed by Bernhard Rintisch, even
though the board had erred in
assuming that it had no discretion
to take into account additional
evidence filed after the expiry of
the deadline set by OHIM.
The ECJ held that Article
74(2) of the EU Community

Trademark Regulation (40/94),
which provides that OHIM
“may disregard facts or evidence
that are not submitted within
due time”, grants OHIM broad
discretion to decide whether
to take such evidence into
account. The ECJ found that,
even though the provisions
relating to proceedings before the
department which has made the
decision against which the appeal
is brought (here, the Opposition
Division) are to apply to appeal
proceedings mutatis mutandis,
the third subparagraph of
Rule 50(1) of the Community

Trademark Implementation
Regulation (2868/95) constitutes
a special rule derogating from
that principle.
The board had stated that,
had it enjoyed discretion to
accept documents filed late
with the Opposition Division,
it would have exercised such
discretion against Rintisch. The
ECJ found that the board would
have been correct in exercising
its discretion restrictively.
Article 19 of the Implementing
Regulation sets out precisely
and exhaustively the
documents that Rintisch had

to produce to demonstrate the
existence, validity and scope of
protection of the earlier marks.
According to Tanja Hogh
Holub of Beiten Burkhardt
Rechtsanwaltsgesellschaft mbH,
the ECJ’s judgment “clarifies that
the Board of Appeal might have
discretion to take into account
additional evidence where the
Opposition Division does not”.
However, this discretion “must
be exercised restrictively where
the Implementing Regulation
specifies, explicitly and
exhaustively, the documents to
be submitted”.
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