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ECJ: OHIM has discretion to take into account
additional evidence of use
In New Yorker SHK Jeans v
Office for Harmonisation in the
Internal Market (OHIM) (Case
C-621/11 P), the European Court
of Justice (ECJ) has held that
OHIM was entitled to take into
account additional evidence of
use filed by the opponent after
the original deadline for filing
proof of use had expired.
Within the context of
opposition proceedings,
applicant New Yorker SHK
Jeans requested that the
opponent provide proof of use
of the earlier national mark
on which the opposition was
based pursuant to Article 43
of EU Community Trademark
Regulation 40/94 (now Article
42 of EU Community Trademark
Regulation 207/2009).
The opponent filed evidence
of use within the deadline given
by OHIM, but New Yorker Jeans
claimed that it was insufficient
to prove genuine use of the
earlier mark. OHIM requested
that the opponent submit its
observations in response and
the opponent duly submitted
further evidence of use (ie,

catalogues).
The Opposition Division of
OHIM upheld the opposition
for some of the goods, taking
the catalogues into account
in finding that there was a
likelihood of confusion.
The Board of Appeal
dismissed the appeal in part,
holding that the Opposition
Division had been right to take
the additional evidence into
account and that there was
sufficient proof of use of the
earlier mark.
New Yorker Jeans appealed,
but the General Court dismissed
the action.
On appeal to the ECJ, New
Yorker Jeans alleged that the
General Court had breached
Articles 42(2) and (3) and
Article 76(2) of Regulation
207/2009, as well as Rule 22(2)
of the Community Trademark
Implementation Regulation
(2868/95), by finding that OHIM
had correctly taken into account
the additional evidence of use.
Referring to its previous
decision in OHIM v Kaul (Case
C-29/05), the ECJ noted that,

under Article 76(2) of Regulation
207/2009, “the submission
of facts and evidence by the
parties remains possible after
the passing of the time limits
to which such submission is
subject under the provisions of
Regulation 207/2009”.
New Yorker Jeans argued
that OHIM was obliged to reject
the opposition under Rule
22(2) of Regulation 2868/95,
which provides that if proof of
use is not provided within the
time limit set by OHIM, the
opposition will be rejected.
However, the ECJ held that
Rule 22(2) was “essentially
procedural”, noting: “where…
evidence considered relevant
for the purposes of establishing
use of the mark… was produced
within the time limit set by
OHIM…, the submission of
additional proof of such use
remains possible after the
expiry of that time limit. In
such a case…, OHIM is in no
way prohibited from taking
account of evidence submitted
out of time through use of
the discretion conferred on it

by Article 76(2) of Regulation
207/2009”. If an opposition is
rejected for lack of sufficient
proof of use, that rejection will
not result from the application
of Rule 22(2), but exclusively
from the application of Article
42(2) of Regulation 207/2009.
As Burges Salmon LLP’s
Jeremy Dickerson and Jennifer
Gibson explain, the decision
“clarifies that OHIM should only
reject an opposition pursuant
to Rule 22(2) either where no
evidence of use is filed by
an opponent, or where only
irrelevant evidence of use is
filed. It also underlines the ECJ’s
previous decision in OHIM v
Kaul that OHIM has discretion
to take into account evidence
filed after the deadline set by
OHIM. Applicants in opposition
proceedings consequently face a
difficult decision as to whether
or not to challenge perceived
insufficient evidence of use, in
circumstances where doing so
might provide the opponent
with an opportunity to improve
its position with additional
evidence in reply”.

Latest Trademark Law amendments double
maximum statutory compensation
The proposed third amendments
to China’s Trademark Law
have undergone a second
reading during the third
session of the 12th National
People’s Congress Standing
Committee. Although the draft
amendments were not made
available to the public, details
were posted on the National
People’s Congress website.
The proposed amendments
include several important new
provisions, including an increase
in the maximum statutory
compensation for trademark
infringement, a prohibition

on the use of well-known
trademarks in advertisements
and the introduction of shorter
time limits for proceedings
before the trademark authorities.
In particular, the current
Trademark Law limits statutory
compensation for trademark
infringement to Rmb500,000, and
the previous draft amendments
proposed doubling the
maximum amount of statutory
compensation to Rmb1 million.
The latest amendments now
propose to double the maximum
statutory compensation again to
Rmb2 million.

In addition, the amendments
will prohibit the use of the
term ‘well-known trademark’
on products, packaging and
containers, as well as in advertising
or other commercial activities.
Moreover, under the
amendments, the period for
the examination of trademark
applications shall be no longer
than nine months, while the
examination of oppositions will
also be limited to nine months.
The Trademark Review and
Adjudication Board will have
to review refusal decisions by
the Trademark Office within six

months. If the Trademark Office
dismisses the opposition, the
review process shall be no longer
than nine months. In special
circumstances, these time limits
can be extended upon approval
by the State Administration for
Industry and Commerce.
Finally, while the previous
amendments to the Trademark
Law provided for the possibility
of registering single colours as
trademarks, this provision was not
included in the latest amendments.
The new Trademark Law is
expected to come into effect
later this year.

For more detailed reports on all items featured in the news section, visit www.WorldTrademarkReview.com
6

World Trademark Review October/November 2013

www.WorldTrademarkReview.com

