News focus

OHIM announces class headings breakthrough
Following the decision
of the European Court of
Justice (ECJ) in Chartered
Institute of Patent Attorneys v
Registrar of Trademarks (Case
C-307/10), better know as the
IP TRANSLATOR decision, the
Office for Harmonisation in
the Internal Market (OHIM) has
announced a “breakthrough”
regarding the treatment of
class headings.
A statement released on
May 31 on OHIM’s website read
as follows:
OHIM is pleased
to announce a major
breakthrough in the
Convergence Programme
initiative on the Nice Class
Headings Individual Terms.
This effort came about
through the interest of national
offices, BOIP and OHIM taking
a harmonised approach in
addressing the [ECJ] ruling in
Case C-307/10, IP TRANSLATOR,
that deemed certain general
indications insufficiently clear
and imprecise for classification,
but did not specify which were
classifiable and which were not.
In under a year, an
agreement was reached which

will result in the creation and
publication of a Common
Communication on the websites
of all participating offices
envisaged by the end of this
year. This communication will
clearly outline the initiative
results and its influence on
EU IP practices, as well when
and by whom this common
practice will be implemented.
This implementation by the
EU IP offices will happen on a
voluntary basis.
The IP TRANSLATOR decision
had addressed for the first time
important questions regarding
the specification of goods and
services and, in particular, the
scope of protection afforded by
the inclusion of a class heading
in a Community trademark
application. The ECJ had held
that the specification of goods
and services in an application
must be clear and precise,
being identified “with sufficient
clarity and precision to enable
the competent authorities
and economic operators, on
that basis alone, to determine
the extent of the protection
sought”.
As Hastings Guise of Field

Fisher Waterhouse observes,
“Practitioners had hoped for
clear guidance on the nature of
specifications and, particularly,
on OHIM’s controversial ‘class
heading covers all’ practice,
under which an application
or registration that includes
a class heading is deemed to
cover all goods or services in
the relevant class. However,
the judgment handed down
potentially create[d] more
problems than it solve[d].”
FRKelly’s Shauna Tilley
notes: “The ECJ placed the
onus of deciding whether
a specification of goods or
services was sufficiently clear
and precise for registration
purposes back on the national
offices. While this was
considered by some to be
avoiding the issue, OHIM’s
intention to work alongside
the national offices in finding a
common practice was quickly
made apparent. And true to
their word, OHIM has now
announced a breakthrough
in relation to this desired
common practice.”
While the details of the
breakthrough have not yet been

released, Tilley believes that
“OHIM’s press release implies
that some of the confusion
and uncertainty surrounding
the IP TRANSLATOR decision
will soon be clarified… It is
expected that the Common
Communication will be along
the lines of that set out in the
OHIM Convergence Progress
Report which was prepared for
the User Group Meeting on
April 22 2013”.
This report clearly indicates
that a new common practice
has been reached, whereby
11 individual class heading
terms are now commonly
considered as being too vague
for classification purposes.
Tilley concludes: “The OHIM
press release states that
the implementation of this
common practice will be
completed before the year
end and on a voluntary basis.
However, the [report] seems to
imply that the implementation
of this common practice will be
a ‘harmonised approach’. It is
presumed that clarification on
this point will be provided once
the content of the common
practice is confirmed.”

TMCH: level of trademark owner engagement revealed
In the same week that the
Internet Corporation for
Assigned Names and Numbers
(ICANN) published the first
responses to the recent
Governmental Advisory
Committee (GAC) advice on
the generic top-level domain
(gTLD) programme, Deloitte
revealed that 636 trademark
holders and 119 agents have
registered with the Trademark
Clearinghouse.
The figures were
announced in a new gTLD
webinar, presented in early
June by Christine Willett,
ICANN’s vice president, gTLD
operations. In total, 3,027

records were submitted up to
the date of the webinar – of
these, 1,380 had been verified,
1,380 were ‘in process’, 503 had
been determined as incorrectly
submitted and 12 had been
deemed invalid.
The number of submissions
will, of course, increase further,
particularly as the first sunrise
periods approach. Willet
commented: “At this time,
because we have not yet had
the start of the first sunrise
period, we are still in the early
bird submission phase so the
one-year registration of your
trademark has not yet started.”
A projected timeline was

presented, based on which
trademark counsel are looking
at October for the first sunrise
period to start. However, the
likelihood is that the first
sunrise would occur later than
this date. Willett underlined
that “this is the earliest path to
the first new gTLD – it is most
definitely tentative”.
In addition to approving
the registry agreement by the
end of June, ICANN must decide
how it should address the GAC
advice regarding safeguards
applicable to broad categories
of gTLD strings. Also in early
June, the ICANN Board New
gTLD Programme Committee

adopted a resolution accepting
nine items of the GAC’s advice.
However, for the most part the
message was “advice accepted,
we will consider further” (eg,
with regard to the GAC’s advice
that the board reconsider its
decision to allow singular and
plural versions of the same
string, the committee stated
that it “accepts this advice and
will consider whether to allow
singular and plural versions of
the same string”).
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