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On May 13 2014, World Trademark Review
announced the winners of its eighth Industry
Awards at an exclusive ceremony at the historic
Happy Valley Racecourse in Hong Kong. The
awards are designed to recognise the vital work
carried out by in-house trademark counsel,
and identify the teams and individuals that
are performing their functions to the highest
possible standards. Over the following pages
we speak to the winners and explain why they
were judged to be leading examples of industry
best practice.
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In-house Counsel of the Year
Jerry Xia, Honeywell International

World Trademark Review sat
down with Jerry F Xia, chief
IP counsel – North Asia at
Honeywell International,
to discuss how Honeywell’s
approach to IP enforcement has
evolved and ask for his tips for
trademark team success.
Q: How long have you been
working in the trademark
department?
A: I have been working on
trademark matters at Honeywell
since I joined the company in
2007. I started the trademark
practice over 10 years ago;
at that time, trademark
infringement – especially
counterfeiting – was much more
rampant and the enforcement
environment in China was more
challenging than it is today. I
am so glad that I helped protect
value brands in China in my
private practice and am now
helping to protect Honeywell’s.
Q: At Honeywell, how are
your enforcement strategies
evolving?
A: Our strategies evolve with
the changing counterfeiting
situation. In general, we use
a comprehensive set of costeffective legal actions (including
administrative, civil and
criminal) as necessary to protect
our trademarks and ensure
sufficient deterrents in the
marketplace.
But things may also vary
from product to product.
Take our Garrett turbocharger
business as an example: this
product is widely counterfeited
in China. In the beginning, it
was exact-copy fakes using the
same GARRETT trademark, so
enforcement was relatively
straightforward. However, as
we kept enforcing aggressively,
infringers gradually changed
tack to use similar trademarks,
with one or more letters
different from our GARRETT
mark (eg, ‘Carritt’, ‘Gammett’),
or used totally different
trademarks with packaging that
was confusingly similar to ours.
www.WorldTrademarkReview.com

This made enforcement more
difficult, but we successfully
used and registered a unique
‘fan design’ trade dress for our
turbocharger packaging as a
trademark in China. That way,
we could enforce against those
that copied our packaging even
though the brand name may not
be close to GARRET. This strategy
proved to be very successful.
Q: Looking ahead, what are the
likely future challenges for the
protection of your company’s
brands?
A: The new Trademark Law has
replaced the option to appeal an
unfavourable decision made by
the Chinese Trademark Office
(CTMO) with post-registration
invalidation. This means that if
an opposition is unsuccessful,
the opposed trademark
application will automatically
proceed to registration. Statistics
show that opposition win
rates against pirate trademark
applications before the CTMO
are fairly low and it will be very
difficult to enforce against those
infringers unless and until their
pre-emptive registrations are
invalidated later on. We are
hopeful that the CTMO will
address this potential problem
by more effectively stopping
rampant malicious trademarks
filing under the new law.
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well-known trademark status,
if possible, is helpful because
it may achieve cross-class
protection against copycats,
among other benefits.
Q: Similarly, what would you
say are the key factors to an
in-house team’s success in
enforcing its company’s marks?
A: Enforcement strategies
can vary from company to
company, depending on the
industry and infringement
situation. In general, you want
to fight hard, but you also may
need to be selective because of
budget constraints. And, from a
practical perspective, you cannot
take down every single infringer.
Another factor is picking
the targets and cases that can
justify your legal costs, to the
extent that effective deterrents
can be delivered and/or fair

damages recovered.
I would also recommend
that strategic government
lobbying and alliances with
other brands in the industry
be considered. This can bring
benefits including cost and
information, as well as stronger
forces against infringers –
especially in tough cases.
And, if appropriate, publicise
your efforts so that it becomes
known that you will enforce
(tackling the supply side) and so
that consumers will be educated
about not buying infringing
products (demand side).
Other nominees:
Michelle Ravn Appelqvist,
SanDisk Corp
Joseph R (Casey) Mangan Jr,
Allstate Insurance Company
Kathryn Barrett Park, General
Electric
Craig Stone, Phillips 66

Q: In terms of wider industry
practice, what would you
say makes for a successful
registration/prosecution
strategy?
A: The first is educating and
training your businesspeople to
always clear a new trademark,
or an existing trademark for
new products or new markets,
and then file the registration
through the trademark
department before putting it to
use. It is also important to keep
records and collect evidence to
support prosecution efforts.
Also important is establishing
proper internal processes to
facilitate implementation.
Turning to China, obtaining

Jerry Xia accepts the award from Edwards Wildman’s Nicholas Bolter
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Asia-Pacific Team of the Year
BDO Unibank

The ever-changing regulatory
landscape poses unique
challenges for trademark
counsel in the banking sector.
“The industry is highly
regulated and use of a bank’s
marks is circumscribed not
only by general trademark laws,
but also by the regulatory laws
affecting financial institutions,”
explain Ma Cecilia Santos, Earl
Villarin and Angelita O Cortez of
the BDO Unibank IP team.
But this is just one of many
challenges that the attorneys
have tackled over the past
year. Aside from monitoring
and defending trademark
applications, their achievements
included the conclusion of a
major worldwide co-existence
agreement in relation to
marks belonging to the bank
and the management of a
heavy litigation caseload
in jurisdictions worldwide,
including the United Kingdom
and Hong Kong.
So how does the team

manage to juggle such
a complex mandate?
“Adaptability and a ‘we find
ways’ attitude are the key
qualities,” they comment.
“The IP group is taught to
think outside the box and to
approach an issue as a multifaceted opportunity for growth.
This arises from open dialogue
and discussions internally with,
and among, counsel, marketing
and the business owners. The
board and senior management
have always been cognisant of
the growing importance of IP
rights to the bank – particularly
with regard to its goal of
overseas expansion. As such,
they have been very supportive
of the IP group and have always
provided clear directions on
how they want the bank’s IP
rights to be dealt with.
“In doing this, cost is a key
factor,” they continue. “The IP
group has to find efficient ways
to police and monitor the bank’s
marks on a worldwide scale,
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while maintaining its budget
and ensuring that the costs of
maintaining the portfolio are
not prohibitive in relation to the
business that is being created in
each particular jurisdiction.”
This in turn requires
close relationships with
international partners. The
IP group – part of the wider
legal team – consists of Santos,
Villarin and O Cortez, plus two
administrative staff, who are
all based in the Philippines.
One of the three lawyers takes
a supervisory role, while two
are tasked with monitoring
and supervising intellectual
property on a region-by-region
basis. Importantly – given the
bank’s plans for international
expansion – the team must also
liaise with the various business
groups to ensure that the bank’s
distinctive brand identity is
consistently maintained. “At
present, another significant
development is the inclusion
of strengthened contractual

provisions in the bank’s
standard service and/or
partnership agreements with
third parties, in respect of the
use of its marks and other
intellectual properties,” they
add. “This gives the IP group
the basis to enforce its mandate
contractually, thus expediting
the enforcement process.”
External counsel also “play
a vital role in our enforcement
strategy, because of the global
reach of the bank’s marks and
the variety of claims that must
be addressed by the IP group
per jurisdiction,” they explain.
“We need them to be vigilant
and always kept abreast of
developments on the local legal
landscape to ensure that the
bank’s marks are protected at
all times.”
Other nominees:
Accolade Wines
Hitachi
Nissan Motor Company
Telstra

Rouse’s Luke Minford presents the award to BDO Unibank
www.WorldTrademarkReview.com
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China (Domestic) Team of the Year
Alibaba

Much of the coverage of Alibaba
in IP-related media has focused
on the availability of counterfeit
goods on its platforms and its
efforts to combat this problem.
However, aside from its
relationships with third-party
brand owners, the company
itself has its own extensive IP
portfolio to protect (including
around 9,800 trademarks across
150 jurisdictions, as well as
4,800 domains). Over the past 12
months the trademark function
has been preoccupied with issues
such as “the globalisation of
various core brand portfolios,
such as Alipay; numerous
licensing and collaboration
arrangements; and the rise of
social media as an important
tool for the business teams”,
explains Karen Law, Alibaba’s
senior legal counsel, intellectual
property. “We also experienced a
lot of M&A transactions last year,
and the integration of IP rights
is an important element that we
have to consider and work on,”
she continues. “At the same time,
it is also important for us to
tackle unauthorised use.”
Law’s team handles all IP
matters, aside from patents,
for the Alibaba Group and
its affiliates, drawing on the
expertise of its 10 members –
four based in Hangzhou, China,
and six in Hong Kong (although
this is set to expand in the
coming year). The team itself
is part of the 140-strong legal
function, which operates across
China, Hong Kong and the
United States.
Being specifically focused
on trademarks and domains,
Law’s team works closely with
the marketing, design, technical
and corporate affairs divisions
on a day-to-day basis. She notes:
“We have a centralised process
and mechanism for the various
departments to work with us
and, based on my experience,
our internal departments
respect IP a lot. They take on
board our advice and comments
as a critical consideration for
their implementation plans.
The board also appreciates and
respects the importance of IP,
www.WorldTrademarkReview.com

and we provide advice to the
board on various issues such
as M&A plans, special projects
such as financing and IPOs.”
She expands: “Our
businesses have grown very
rapidly in the past year, from
the scope of business to the
countries where we have
a presence. In the past, we
have focused on e-commerce,
payments and cloud
computing; but in the last
year we started businesses in
the media and entertainment
sectors. We have to act very
quickly in identifying the
issues in these sectors, act
proactively on protection and
restructure our strategies. We
also started to offer offline
products, as distinct from our
online businesses, and so have
had to expand our scope of
detection and enforcement
to ensure that we can protect
our rights against infringers or
wrongdoers.”
But the online world
remains a key area of focus,
for both brand expansion and
protection. The latter involves
tackling infringing websites
and domains, as well online
phishing and malware issues.
This means that the generic toplevel domain (gTLD) expansion
has been closely monitored. Law
notes: “The launch of the new
gTLDs is definitely a challenge.
With the hundreds of gTLDs
to be launched in the coming
year, we have to upgrade our
strategies – whether registering
what we need or adopting other
tactics, such as blocking services
or switching dispute resolution
from the Uniform Domain
Name Dispute Resolution
Policy to the Uniform Rapid
Suspension System.” There
is also the small matter of
becoming a registry to attend
to, the company having applied
for four gTLDS of its own:
‘.Alibaba’, ‘.Alipay’, ‘.Taobao’
and ‘.Tmall’.
Musing on the secret of her
team’s success, Law concludes:
“We are all committed to, and
love, IP. We have passion and
a strong team spirit towards
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Karen Law, senior legal counsel, intellectual property, Alibaba Group, receives
the award from Chofn Intellectual Property’s Tingxi Huo

working with our mission and
the vision that our company
can be respected and recognised
as a reputable leader of IP
protection among Chinese
corporations. Our wish is to
contribute to the Chinese
market and raise awareness
of the importance of IP in our
country.”

Other nominees:
China Mobile
Gree Electric Appliances, Inc
Tasly Pharmaceutical Group
Ltd
Tencent
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China (International) Team of the Year
Honeywell International

While business-to-business
conglomerate Honeywell may
not experience counterfeiting
to the same extent as large
consumer brands, the threat
nonetheless remains and the
diversity and complexity of
its products are no deterrent
to infringers. Looking back
at the enforcement activities
that have taken place over the
past year, Jerry F Xia, chief IP
counsel – North Asia, reflects:
“We have had several highprofile wins with criminal
prosecutions against largescale counterfeiters – for
example, the first one against
a Chinese manufacturer based
on a seizure of counterfeits in
another country. This has served
as a strong deterrent in the
marketplace.”
Other achievements
included the successful recovery
of damages in civil lawsuits
(which has helped to fund the
company’s ongoing enforcement
programme) and the prevention
of trademark registrations that
were similar to Honeywell’s
brands. Xia adds: “In one of
those cases, HONEYWELL was
recognised as a well-known
trademark by the Chinese
Trademark Office – fewer
than 200 foreign brands have
obtained such status in China.”
The China IP team provides
support to all company
businesses in the region, in
close cooperation with their
US-based counterparts (the
“highly qualified teams… work
together seamlessly”, notes Xia).
Worldwide, the company boasts
more than 12,000 trademark
applications and registrations,
including about 800 in China.
The Chinese trademark
contingent comprises three
dedicated team members based
in Honeywell’s Asia-Pacific
headquarters in Shanghai. “The
trademark group is part of the
corporate legal team,” explains
Xia. “Our company policy
requires that all trademark
issues be handled by the
trademark group and this has
been implemented very well
with our business teams. We
www.WorldTrademarkReview.com

therefore design and implement
trademark protection strategies
to fit each of our business lines.
“At Honeywell, we don’t work
to meet a quota,” he continues.
“Instead, we take every necessary
step to protect our business
and legal interests, always from
a practical and cost-effective
perspective. We are proud
that we deliver results that are
recognised by both our internal
customers and external peers.
Winning at the WTR Industry
Awards speaks for itself.”
Asked for the secret behind
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their victory, Xia points to the
implementation of trademark
protection strategies “that
fit the unique nature of our
businesses”, with two particular
factors singled out. “The first
is centralisation,” he says.
“Because we are centralised,
we take a very consistent
approach that in turn allows
us to guide our businesses in
a more predictable manner.
Second, our team has a mindset
to help the businesses succeed.
The easiest (but not the best)
way to practise law in our area

is just to say ‘no’ to anything
that involves some level of risk.
Because our legal team feels
and acts like partners with each
business, we are invested in
their success and are able to
take intelligent risks based on
our global mindset.”
Other nominees:
Johnson & Johnson
Nissan Motor Co Ltd
Volkswagen (China)
Investment Company
Zmodo Technology Shenzhen
Corp

L-R: Cheng Ting and Jerry Xia (both Honeywell International), with Gloria Q Wu of Kangxin Partners
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Europe, Middle East & Africa Team of the Year
BMW

The BMW Group designs and
manufactures vehicles under
three flagship brands – BMW,
Mini and Rolls-Royce – with
production and assembly
facilities located in 14 countries
and a global sales network
operating in more than
140 countries. It owns and
maintains trademarks for the
BMW name and logo in all
of these jurisdictions, with
activities extending far beyond
its traditional strongholds:
the company also provides
banking and financing services,
and both uses and licenses
its name on a variety of
lifestyle and merchandising
products. On top of that, BMW
is involved in organising and
sponsoring a range of cultural
initiatives, supporting modern
and contemporary art, jazz
and classical music, as well as
architecture and design.
A key concern for the
trademark team in recent
years has been the evolution of
the generic top-level domain
space. In addition to utilising
tools such as Donuts’ Domains
Protected Marks List to ensure
that its brands are protected
during the expansion, the
company has embraced the
potential benefits of branded
online spaces, applying for the
‘.BMW’ and ‘.Mini’ strings.
In its application for ‘.BMW’
– in which all registrations will
be held by the company itself
(corporate divisions, subsidiaries,
authorised importers and
dealers will be able to apply to
the trademark department to
request authorisation to license
the use of such registrations)
– the company stated: “The
‘.BMW’ space will provide the
company and its agents with
a single, multi-functional and
well-maintained forum through
which to communicate to
their clients and prospective
consumers, thus providing
BMW with a new medium for
communication and customer
orientation. Additionally,
Internet users will have the
comfort and peace of mind that
comes with knowing they are
www.WorldTrademarkReview.com
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L-R: Jochen Volkmer (BMW), Marija Markicevic (Zivko Mijatovic & Partners), Hannes Bucher (BMW) and Djura Mijatovic (Zivko
Mijatovic & Partners)

interacting with the company in
a safe online space, and that the
information they are viewing is
authentic and up-to-date.”
Managing such a multifaceted brand requires a deep
understanding of legal practice,
the ability to juggle multiple
tasks and issues at any given
time and a flair for creative
thinking. These are qualities that
the BMW team has in abundance,
with one nominator stressing its
“very strategic and thoughtful”
approach to brand management.
Other nominees:
Diageo
GlaxoSmithKline
Lego
Unify

In May 2013, BMW presented Frieze Sounds at the Frieze Art Fair New York. The
programme featured three new specially commissioned audio works that were
played in BMW VIP shuttle service cars
August/September 2014 World Trademark Review
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Latin American Team of the Year
PepsiCo

In a bid to streamline trademark
workflows and strengthen
coordination across a vast
network of external counsel
and vendors, the PepsiCo
team has been subjecting its
global processes to continual
fine tuning and refinement.
In this regard, and for the
team’s efforts throughout the
Americas, both Joe Ferretti and
Sergio Barragan won praise
from nominators for their
leadership qualities.
Such assured direction has
proven critical for the company
as it expands its footprint
across Central and South

America. PepsiCo is currently
the largest food and beverage
in the United States, Russia,
India and the Middle East; its
market share in the Americas
makes it the second largest in
Mexico, and it places in the top
five in Brazil.
The brand portfolio of
PepsiCo Americas Beverages
– which makes, markets, sells
and distributes beverage
concentrates, fountain
syrups and finished goods
– encompasses householdname marques such as PEPSICOLA, MOUNTAIN DUE and
AQUAFINA.
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Meanwhile, the Latin
Americas Foods business –
both independently and in
conjunction with third-party
partners – makes, markets, sells
and distributes a number of
snack food brands, including
Marias Gamesa, Cheetos,
Doritos, Ruffles, Emperador,
Saladitas, Elma Chips,
Rosquinhas Mabel, Sabritas
and Tostitos, as well as many
Quaker-branded cereals and
snacks.
Such a hefty portfolio is
one that – despite the internal
refinements – requires canny
maintenance and a creative

approach to enforcement.
In this regard the team has
exceeded expectations, with
one nominator concluding:
“The extensive and proactive
steps taken by the PepsiCo
IP team reflects the PepsiCo
corporate goal of being number
one and working to world-class
standards.”
Other nominees:
Grupo Bimbo
Grupo Televisa
Red Bull
The National Federation of
Coffee Growers of Colombia

L-R: Joe Ferretti (Pepsico), Antonio Belaunzarán (Olivares & Cia), Sergio Barragán (Pepsico), Sergio Olivares (Olivares & Cia)
www.WorldTrademarkReview.com
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North America Team of the Year
SanDisk Corp

While some trademark teams are
structured along geographical
or operational lines, the SanDisk
Corporation team combines
both to great effect, with
dedicated regional experts
also specialising in specific
trademark duties. For senior
director, legal Michelle Ravn
Appelqvist, this framework is
one of the team’s key strengths.
“Our global trademark,
advertising and brand
protection team has functional
leads for each of the three key
components of the trademark
lifecycle (clearance/prosecution,
use and maintenance and
enforcement), as well as
regional first points of contact
among our offices in Silicon
Valley, Ireland and Shanghai,”
she explains. “This structure
enables us to provide timely
– often same-day – and local
language feedback to internal
clients, as well as to Customs
and other strategic partners
globally.”
Over the past 12 months
the team has been busy
keeping pace with the
“exponential growth” of
SanDisk’s commercial
businesses – including support

for acquisitions, such as that
of enterprise solid-state drive
maker Smart Storage Systems.
They have also been working
on “opportunities to review
products, claims and procedures
with a growing client base, and
the creation of new brands and
segmentation strategies”.
This explosion in activity
has presented another
challenge that will be familiar to
corporate counsel everywhere:
“scaling efficiently to the needs
of the business.” “I believe that
a characteristic shared by most
in-house legal departments is
that our resources may not scale
in the same manner or speed
as do some of the perceived
‘revenue-generating’ portions
of a company,” explains
Appelqvist. “So we must
constantly challenge ourselves
to improve our processes and
efficiency while still delivering
top-quality service.”
Key to achieving this are
the strong cross-functional
relationships they foster through
early participation in product
development and ongoing
involvement throughout
the entire product lifecycle.
“We consistently challenge
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ourselves to not always ‘lead
with legal’ – meaning that we
must consider the business
impact and acknowledge this in
our advice rather than focusing
only on legal considerations and
risks,” says Appelqvist. “While a
natural tension will always exist
to some extent among the legal
function and its clients, this is
part of the process of arriving
at the optimal solution for the
business that appropriately
manages legal risk. I believe
that the team, our clients and
our executives respect one
another and the value that each
contributes to the company
– and that mutual respect
translates into consistently
aligned goals.”
For Appelqvist, this is
critical when it comes to
filing strategies, especially in
SanDisk’s sector: “While this
may sound simplistic, it takes
a much more strategic eye
when dealing with novel and
fast-evolving technologies. In
order to successfully align your
portfolio and your business
objectives in many technology
environments, you have to
likewise evolve your strategy
away from a ‘one size fits all’

approach and consider – and
maximise – the breadth of
registration/prosecution
mechanisms available to best
protect your products today
and as they evolve.”
“Ultimately, our department
is dedicated to, and invested in,
the people, the products and
the success of SanDisk,” she
concludes. “The key is ensuring
that the team’s objectives and
goals support those of the
company as a whole. Every year,
we develop a ‘goal cascade’ so
that each team member outlines
how they can strategically
further the company’s
objectives and we measure
against that throughout the year
with analytics. And we have fun,
too! There is great camaraderie
on our team and great support
from our management – our
chief legal officer Eric Whitaker
(who attended this year’s
WTR Industry Awards) as well
as our chief IP counsel, Earle
Thompson.”
Other nominees:
BlackBerry
Google
Microsoft
Motorola Mobility

Cynthia Walden and Lise Martens of Fish & Richardson present the award to the SanDisk team
www.WorldTrademarkReview.com
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Fashion, Cosmetics & Luxury Goods
Team of the Year
Avon
If there is one hallmark that
sets the Avon trademark team
apart, it is its strong sense of
collegiality – both within the
Avon organisation and among
the wider industry.
While the six-person unit,
led by chief trademark and
copyright counsel John M Bergin,
is lean and agile, its workload is
anything but small. It has global
responsibility for trademark,
copyright and right of publicity
matters, including clearance,
registration, protection,
litigation, dispute resolution, IP
transactional, anti-counterfeiting

and online enforcement.
Particular challenges over the
past year have included the
clearance of new brands in a fastmoving sector and heightened
anti-counterfeiting efforts across
the globe.
Given the diverse scope
of their remit, individual
members work closely together
to ensure that the protection
of a portfolio spanning 180
jurisdictions and approximately
40,000 active registrations is
properly managed. The strength
of these relationships is a key
factor in its ability to smoothly

201

4

handle the demanding
workload that a global IP
portfolio creates.
This sense of collegiality
also extends to the team’s
interaction across the
company – strong ties with
the organisation’s marketing,
advertising, public relations,
financial, online and social
media units are well established
– and beyond to the wider
world. In addition to close
collaboration with external legal
advisers across the globe, the
team is proactive in fostering
cooperations and alliances

with competitors – whether to
avoid conflict, make it easier
to resolve disputes amicably
or share knowledge and best
practice. One nominator
specifically praised Bergin’s
efforts in promoting “a close
link among professionals in the
fashion, cosmetics and luxury
goods fields”.
Other nominees:
Fifth & Pacific Companies (now
Kate Spade Company)
H&M Hennes & Mauritz AB
LVMH Group
Ralph Lauren

L-R: Andrew Price (Venable), Ginny Edwards (Avon) and Justin Pierce (Venable)
www.WorldTrademarkReview.com
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Financial & Professional Services
201
4
Team of the Year
American Express Marketing & Development Corp
In his introduction to American
Express’s 2013 Annual Report,
chairman and CEO Kenneth
I Chenault stated that the
organisation’s “trusted brand
sets us apart in an industry
not known for trust”. And
maintaining that trust is no
small feat. The company offers
a comprehensive range of
services and products across
the financial, insurance and
travel sectors. The world’s
largest card issuer by purchase
volume (it processes millions
of transactions daily), it also
operates the largest travel
network serving consumers
and businesses. It additionally
works closely with partner
organisations – whether via
tie-ups up with digital platforms
(eg, TripAdvisor, which last
year started hosting merchant
offers for card members who
connect their cards with their
TripAdvisor profiles) or by
adding partners to the American
Express Network (eg, new cardissuing partners such as Wells
Fargo in the United States and
Equity Bank in East Africa).
The legal team’s prosecution
and enforcement efforts and
transactional input have been
instrumental in protecting
consumers from phishers,
adding value for partners using
the American Express brand and
maintaining the core integrity
of marks such as AMERICAN
EXPRESS, CENTURION, SERVE
and SHOP SMALL. To achieve
this, one nominator noted that
the department melds “legal
and business perspectives in
an incredibly effective manner
to best meet the goals of the
company with every given issue”.
Embedded in the team at
American Express Marketing &
Development, Dianne Cahill was
singled out for particular praise
– especially for her ability to
ensure that the organisation’s
messages and goals are properly
channelled through external
partners.
Looking ahead, the next
year will only get busier:
in addition to policing the
expanded online world, the
www.WorldTrademarkReview.com

company has applied for
three ‘.brand’ generic top-level
domains (‘.americanexpress’,
‘.amex’ and ‘.open’), which will
require close management.
However, for the trademark
team and consumers alike,
these strings could bring clear
benefits. For the former, the
prospect of a secure American
Express web presence could
help to combat phishing scams;
while for consumers, it would

represent a trusted source of
information about American
Express, free from concerns that
they may be being duped.
After all, it all comes down
to maintaining that trust.
Other nominees:
Allstate Insurance Company
Banco Bilbao Vizcaya
Argentaria
Bank of America
MasterCard

Netnames’ Gary McIlraith presents the award to Dianne Cahill of American Express Marketing & Development Corp
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Food, Beverages & Tobacco Team of the Year
Diageo

A proactive, forthright style has
paid handsome dividends for the
trademark team at drinks giant
Diageo. “We see as ourselves
as an integrated part of the
business,” explains Katherine
Tsang, senior IP counsel. “Diageo
has a ‘Performance Ambition’
which sets out the company’s key
objectives and the behaviours
we need to adopt in order to
deliver them. The IP team takes
as much responsibility for
these as do other parts of the
business. We strive to always give
a clear recommendation to our
business colleagues, to act like an
owner of an issue and to never
shy away from voicing a nonlegal/commercial opinion.”
While such a finely tuned
commercial mindset may be
somewhat unusual to find in the
legal function, it is crucial in this
fiercely competitive sector – and
something that the Diageo team
relishes. As a result, notes Tsang,
they “work closely with all
parts of the business, although
our main stakeholders are the
innovation and marketing
divisions. We have a close and
trusted relationship with them,
and this leads to frequent,
good and at times challenging
conversations”.
Tsang’s 30-plus strong team
is structured both by region
and by category, she continues.
“We have regional IP counsel
handling all IP matters arising
in their markets, and this is
complemented by senior IP
counsel who have category
expertise and global oversight of
IP issues relating to their brands.

www.WorldTrademarkReview.com
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We are therefore able to build and
leverage regional and category
expertise at the same time.”
The global team – based
in the United Kingdom, the
United States, Brazil, Singapore,
China and Australia – manages a
trademark portfolio comprising
approximately 30,000 live
applications and registrations,
making it ideally placed to
comment on the elements of an
effective prosecution strategy.
“Understanding the company’s
strategy, from executive level
through to the in-market teams,
and being involved in projects
from the outset so we can
establish as early on as possible
any challenges (eg, obstacles to
registration or use) and guide the
business around them during
the creative stage are critical,”
Tsang suggests. “It is also key to
balance the need to strenuously
protect our brands against the
need to do so in a cost-effective,
pragmatic manner.” This in turn
requires “a clear enforcement
strategy and ensuring that
you have the full buy-in of the
commercial teams at the outset
before any action is brought”.
Whether fighting parasitic
copies, battling parallel imports
or launching new products, the
Diageo team is a paragon of the
cross-company model that any
branded business should adopt
to achieve success.
Other nominees:
Campbell Soup Company
Nestlé
PepsiCo
Red Bull

Diageo’s Katherine Tsang (left) and Sarah McGill (right) with Aurelia Marie
(centre), partner at Cabinet Beau de Loménie
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Healthcare & Life Sciences Team of the Year
GlaxoSmithKline

One of the fundamental
objectives of trademark law
is to protect consumers, and
this is perhaps of greatest
importance in the healthcare
sector. It is thus no surprise
that fighting the counterfeiting
threat tops the agenda at
GlaxoSmithKline (GSK).
As Sophie Bodet, vice
president and head of global
trademarks, explains, the team
continually seeks to maximise
the reach of its efforts: “Last
year saw a rise in the number
of counterfeit incidents at
GSK, and also an increase in
the number of raids conducted
against criminal organisations
manufacturing and distributing
counterfeit GSK products
and packaging. Resources are
limited, and with a product
portfolio the size of GSK’s, it is
essential to focus activities on
where we can have the biggest
impact. Our anti-counterfeiting
efforts are mainly focused
on where the counterfeit
products are being produced

and the major hubs through
which they are distributed,
which are mainly in emerging
markets. It is also important to
be well connected to the sales
organisation; they are your eyes
and ears on the ground.”
GSK’s legal global trademark
team (LGTM) comprises 50
people working from four
different sites, based in the
United States, the United
Kingdom and China. The team
is divided by business sector:
pharmaceuticals, consumer
healthcare, vaccines and
corporate. There is also a
dedicated anti-counterfeiting
function, which works on a
regional basis rather than by
business unit.
The business teams
handle all aspects of filing and
prosecution, oppositions and
enforcement work relating to
their units. Given that GSK’s
overall portfolio consists
of approximately 105,000
trademark registrations
and 12,000 domain name
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registrations, it is no surprise
that, in addition to enforcement,
prosecution kept the LGTM
group busy over the past 12
months. “Our pharma team –
with support from others within
the group – has been clearing
and filing trademarks on a
global basis for new medicines
from the GSK pipeline,” says
Bodet. “Last year, GSK had six
major new product approvals,
which is unprecedented in the
industry, all of which presented
different challenges for the
team. GSK also refreshed its
corporate brand identity and
mission statement, and LGTM
was involved in the strategy
from the outset.”
Its early participation
in brand creation and
strong relationships with
internal stakeholders are two
characteristics that Bodet feels
define the team. LGTM “is
involved in all stages in the life
of a GSK brand” and has thus
fostered close ties with both
marketing and GSK’s corporate

security division, to support the
prosecution of counterfeiters. It
has also played an integral role
in divestments, including the
sale of GSK’s iconic Ribena and
Lucozade brands. She states:
“The trademark group is highly
regarded internally and regularly
scores extremely favourably in
the internal client surveys that
the GSK legal department runs
every two years.”
Across all of these activities,
there is one constant for Bodet:
“Without doubt, the people. I
am extremely proud to lead
such talented, dedicated and
enthusiastic group. The team’s
fantastic flexibility is another
great asset to our success. We
are also fortunate to have a
supportive general counsel, who
understands and appreciates the
importance of the work we do.”
Other nominees:
Allergan
Merck & Co
Novartis Animal Health
Pfizer

L-R: Marion Bailey-Canham (Gowling Lafleur Henderson), David Butler (GSK), Emma Stopford (GSK), Robert MacDonald (Gowling Lafleur Henderson), Jennifer Morton
(Gowling Lafleur Henderson)
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Household & Consumer Goods
Team of the Year
General Electric
The General Electric brand was
valued at a cool $52.53 billion
in this year’s Brand Finance
Global 500, making it the sixth
most valuable in the world.
Protecting such a precious asset
is no small undertaking; but
Kathryn Barrett Park, senior
counsel, advertising and brand
management, and her team are
more than up to the task.
Park is responsible for
all trademark, copyright,
advertising and related IP
issues, and instils in her
colleagues an “exceptional and
forward-looking” approach; one
nominator hailed her leadership
of a “highly functioning and
innovative trademark team
whose responsibilities extend
to every significant geography
across the world”.
The company’s legal experts
are also plugged into wider
industry issues and efforts

to improve the trademark
ecosystem. Park currently
serves as a member of the US
Patent and Trademark Office’s
Trademark Public Advisory
Committee, in addition to being
active in the International
Trademark Association. As
well as inputting on behalf
of General Electric in ICANN
public comment forums, as
chair of the Intellectual Property
Owners Association’s Internet
Domain Names Committee (of
which she is still a member), she
was also a voice in the call for
additional protections for brand
owners during the launch of
new generic top-level domain
registries.
Elsewhere, Jack Chang, senior
IP counsel at the company,
similarly juggles his day job
with the post of chairman
of China’s Quality Brands
Protection Committee, for
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which he oversees activities
ranging from organising
workshops for law enforcement
officers to lobbying for
legislative change in China.
Whether engaging in
advocacy work, knuckling
down to ensure that their
brands are fully protected and
rights enforced or assisting the

business in transactional work,
the General Electric team leads
by example.
Other nominees:
American Greetings Corp
Hasbro
Johnson & Johnson
Zippo Manufacturing
Company

Eugenie Ilmer and Elena Solovyova (far right, both of ARS-Patent) make the presentation to General Electric
www.WorldTrademarkReview.com
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Internet & Telecommunications
Team of the Year
Unify
In 2013 Siemens Enterprise
Communications became Unify
(a joint venture of the Gores
Group and Siemens AG). For
the legal team, this marked
the culmination of a global
effort to establish and protect
the new brand identity. As one
nominator stated, the team
achieved “what they were told
was unthinkable. They secured
and acquired the right for
the company to do business
globally under an attractive
yet distinctive new brand that
will help Unify redefine the
communications industry”.
Katrin Hufnagel, senior
legal counsel at Unify, reflects:
“For the past three years the
rebranding of the company
has really kept us busy. This
included, first of all, securing
the name/brand on a worldwide
basis (filing trademarks, entering
into coexistence agreements
etc) – but also the rebranding of
products, marketing material,

advertisements and so on. As the
company has been carved out of
Siemens AG, we essentially had
to reorganise and build up our
trademark portfolio, and then
manage this portfolio.”
To achieve this, the team
relied on “short decisionmaking channels and a strong
relationship with both our
marketing department and
our outside counsel in the
various countries”. Given the
scale of the rebrand, the former
was particularly crucial. “The
trademark group is part of the
legal team, but has a very close
relationship to the marketing
department,” notes Hufnagel.
“On most of our trademark
issues the legal team and the
marketing work together. Also,
the board is very sensitive to
our requests.”
The team that managed the
rebrand was relatively lean – the
company’s global legal function
numbers approximately

201

4

30, with just three working
specifically on legal IP matters
(although some colleagues
are engaged in patent work in
the research and development
department).
While the team can
reflect on a job well done,
the hard work doesn’t stop
here: Hufnagel acknowledges

that building up – and then
defending – a strong Unity
brand will keep the team busy
for the foreseeable future.
Other nominees:
GoDaddy
Google
Sedo
Telstra

Pooja Dodd and Abhai Pandey from LexOrbis onstage with Unify representatives
www.WorldTrademarkReview.com
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Not-for-Profit Team of the Year
The Association for Supervision
and Curriculum Development
For any non-profit, striking the
right balance between trademark
enforcement and perceived
over-policing is particularly
crucial. At the Association for
Supervision and Curriculum
Development (ASCD) – a $50
million educational association
with 140,000 members
and including 56 affiliate
organisations – ensuring proper
use of its mark among legitimate
users is equally important.
“Our team is kept really busy
by making sure that friendly
users are using our marks
appropriately,” explains general
counsel Lori Schulman. “We have
come up with internal guidance
for marketing, editors and
authors to ensure the proper use
and integrity of our marks, as our
biggest challenge is keeping our
authors and educators apprised
of the status of our trademarks
and encouraging proper use so
they do not fall into the public
domain.”
The team, based in
Alexandria VA, comprises
two full-time attorneys and
two full-time paralegals, and
handles all legal matters for
the educational association.
“Trademark matters are handled
personally by me and my
paralegal,” continues Schulman,
“while the staff attorney focuses
on copyright and corporate
transactions (we generate our
revenue from membership
dues, educational publishing
and professional development
for K-12 educators).”
While handling all legal
matters, Schulman feels
fortunate that she can draw
on the insight of staff with
“deep trademark and copyright
backgrounds, which is what
is needed in media and
publishing”. This experience
has proved key to the ASCD’s
licensing activities: “We are
very creative with our licensing
and work with our authors
and educators to negotiate
licensing programmes that help
disseminate our educational
message while preserving the
integrity of our marks. This is
important as we want to signal to
www.WorldTrademarkReview.com

the community that ASCD marks
stand for quality professional
development programmes.”
Reflecting on the challenges
the team has faced over the past
year, she says: “Like many, we
have undergone budget cuts
that can affect enforcement
priorities. We have also had
staff turnover in key marketing
positions, so we need to make
sure that our advice is accessible
to new members of the
marketing team (our marketing
department is very cooperative
and we have had a high level
of cooperation in regards to
presenting advertising copy and
our trademarks in a particular
way). But our biggest challenge
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is keeping up with the many
ways that our communications
team is using social media
and how to advise them about
proper use of our own and
third-party marks over new
channels. The instantaneous
nature of social media forces
creativity in order to be within
the limits of acceptable use.”
Looking ahead, she
expects that the online world
will remain a challenge – in
particular the generic top-level
domain expansion, which
has already been the focus of
executive briefings. However,
the team is ready to venture
into new areas of trademark
law. “We are very flexible and

can accommodate to changing
means of communications,”
concludes Schulman. “This
means taking some risks, but
our businesspeople appreciate
our flexibility and willingness
to work with them in media
technologies where trademark
law may have not quite
caught up.”
Other nominees:
Association of American
Medical Colleges
Council of Better Business
Bureaus
St Jude’s Children’s Research
Hospital
The Coalition Against Domain
Name Abuse

The Association for Supervision and Curriculum Development’s Lori Schulman (centre) receives the award from Roxanne
Elings and David Silverman (both Davis Wright Tremaine)
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Software & Online Services Team of the Year
eBay

When asked what makes for a
successful trademark strategy,
Michelle Fang, associate general
counsel and head of global
intellectual property at eBay,
suggests that forward thinking
is key: “Essentially, it’s about
having the foresight not only to
protect where the brand is today,
but also to anticipate where the
brand will be tomorrow.”
This has been particularly
critical over the past year. In
addition to fighting everyday
infringement and ensuring
that the company’s rights are
fully protected, the team has
been planning its strategy
for the gTLD expansion. All
this has occurred against the
backdrop of the rebrand of
PayPal, which Fang describes as
the single largest undertaking
of the IP team.
Fang has also successfully
lobbied for increased
headcount to cope with the
task of managing a portfolio
of nearly 2,000 marks and
approximately 17,000 domain
names. “Last year the trademark
and domain team was staffed
by one attorney, one senior
paralegal, one senior domain
manager and a legal specialist,”
she explains. “This staffing level
was insufficient to keep up
with the trademark clearance,
registration and enforcement
needs of the company.
Therefore, our biggest challenge
to overcome was to obtain the
internal support required to
grow the team’s size from four
to seven.”
The US-based trademark
and domain unit now consists
of legal director Amber Leavitt,
a senior attorney, two senior
trademark paralegals, a senior
domain name manager, a
domain manager and a legal
specialist. It sits within eBay’s
broader global IP non-patent
division, led by Fang and
comprising 17 attorneys and
legal professionals in the United
States, the United Kingdom,
France, Germany, Switzerland
and Hong Kong.
Looking ahead, Fang
suggests that her priorities will
www.WorldTrademarkReview.com
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eBay’s Michelle Fang accepts the award from Egon Engin-Deniz of CMS

be “keeping up with the global
expansion of eBay, PayPal and all
of its subsidiaries”. In this regard,
the ability to predict where the
brand may find itself tomorrow
will remain a key strength.
Other nominees:
Amazon.com
Facebook
Google
Microsoft

The PayPal rebrand was the single largest undertaking of the IP team over the
past year
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Sports, Entertainment & Media
Team of the Year
Rovio Entertainment
While there is more to Rovio
Entertainment than the Angry
Birds brand, the internet
phenomenon is clearly the
foundation on which the
company’s success is built.
Through 2013, Rovio continued
to develop the brand –
establishing a movie animation
production team to commence
work on an Angry Birds feature
film, setting up an animation
studio to produce television
content, opening an Angry
Birds theme park, releasing
100 book titles and launching
a third-party games publishing
programme. Enough to keep
any trademark team busy – let
alone a relatively lean operation
such as Rovio’s, which consists
of three individuals based at
corporate HQ in Finland and one
in the Shanghai office.
The workload is evenly
split between the team, with
two focusing their efforts
on prosecution and two on
enforcement. The former is a
particular priority, as Robert
Hagelstam, legal counsel at
Rovio Entertainment, explains:
“Considering that mobile

games are available worldwide
immediately after they have
been released, it is a constant
challenge to decide where
and how to register which
trademarks. This is further
emphasised by the fact that
we have so many licensees in
so many product classes. Thus,
careful consideration needs to
exercised, but decisions must
be made quickly on what filings
are made to ensure that relevant
protection is timely in place.”
He goes on to suggest that
successful prosecution strategies
are based on “good background
information on the filing
particulars of various regions
in the world and a constant
dialogue with the business to
understand their priorities
and needs. This ensures the
right balancing of the actual
benefits of a registration for the
business against the inevitable
registration costs”.
The team is also proactive
in wider business engagement
and education. “As Rovio is
a heavily IP dependent firm,
it is crucial that everyone
has a basic idea of how
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trademark registration works
and the value it generates,”
Hagelstam continues. “We have
therefore been concentrating
on educating the relevant
businesspeople on the topic
in order to ensure that all
new filings are done at an
appropriate level and to a
sufficient extent. After all,
a trademark lawyer cannot
function without active
cooperation with the business.
We therefore work closely
with the management and

businesspeople; but we are not
afraid to speak up when our
particular expertise is required.
Luckily, our advice is taken
seriously within the company.
We also have a culture where
mistakes are allowed and
considered a good way to learn
and develop.”
Other nominees:
British Sky Broadcasting
Major League Baseball
Nike
Spielo International

L-R: Aaron Montero (E-proint), Jukka Jäske (Rovio Entertainment), Robert Hagelstam (Rovio Entertainment), Gabriela Bodden (E-proint) and Pedro Chaves (E-proint)
www.WorldTrademarkReview.com
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Technology & Consumer Electronics
Team of the Year
Apple
Given that it protects the
brand named the world’s most
valuable in the 2014 Brand
Finance Global 500, it is perhaps
no surprise that the Apple team
was hailed by one respondent
as “one of the most efficient inhouse IP teams in the business”.
Quite simply, it has to be. But
its achievement in devising
and sustaining such a nimble,
proactive and responsive
approach to brand protection
should not be underestimated.
Apple has long been an
innovator, responsible for
the creation not only of new
products and services, but
arguably even of new product
types. When launching this
year’s report, Brand Finance
chief executive David
Haigh explained: “What

sets Apple apart is its ability
to monetise that brand,
generating multibillion-dollar
revenues across a range of
product categories. Some of
those categories it is largely
responsible for creating. For
example, though tablets were in
use before the iPad, it was the
application of the Apple brand
to the concept that captured
the public imagination and
allowed it to take off as a
commercial reality.”
While such a pioneering
spirit can open up lucrative new
commercial opportunities, it also
leads to complex trademark and
design challenges, with the team
having to stay one step ahead of
both developers and competitors
in a bid to ensure that protection
– and competitive advantage
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– are secured. And whether in
relation to the master brand or
individual product brands, all of
this is played out in the public
gaze, with both mainstream and
industry media quick to jump on
any story with an ‘Apple angle’.
The latter is best illustrated
by the coverage of the
company’s long-running
smartphone wars with
Samsung, a saga that continued
throughout 2013. Yet the team’s
activities stretched far beyond
this sprawling litigation. From
Brazil (where Apple obtained a
favourable decision confirming
that it can continue to use
the IPHONE trademark) to
Sweden (where it successfully
petitioned the Patent and
Registration Office to cancel
the trademark registration for

WHYPOD on the grounds that
it was confusingly similar to
the Community trademarks
IPOD and POD) to the United
States (where, on a motion for
summary judgment, it defeated
claims that its IBOOKS mark for
e-reader software infringed the
plaintiff’s common law rights
in the mark IBOOKS for use
with a publishing imprint used
for books published primarily
in hard copy, but occasionally
electronically), the protection of
the Apple brand and its product
marks spanned the globe
throughout 2013.
Other nominees:
BlackBerry
Dell
Honeywell International
SanDisk Corp

The Apple team accepts the award from Dan Cole, business development director (Asia-Pacific) of the IP Media Group
www.WorldTrademarkReview.com
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Travel & Leisure Team of the Year
Accor

It has been a hectic year for the
Accor team, which – in addition
to its usual duties – found
itself tasked with defining a
strategy for safeguarding the
new identity of the Mercure and
Pullman brands; strengthening
the protection and enforcement
of the Accor portfolio in China,
Hong Kong, Macao and Taiwan;
and reviewing trademark
translations for the Middle East
and India. There was also the
need to continue engagement
with the Internet Corporation for
Assigned Names and Numbers
(ICANN) and counsel the
company’s e-commerce teams
on the potential impact of the
new generic top-level domains.
Accor’s IP team is embedded
in the corporate legal division,
based at company HQ in Paris.
Comprising two lawyers and
one paralegal, it manages
all IP aspects of Accor’s
activities, whether relating to
trademarks, copyright, domain
names, designs and models
or contracts involving such
rights (eg, assignments, licences
and co-branding, design,
communication and marketing
contracts).
The team thus needs a
360-degree view of IP issues
and how they impact on the
wider business. “We work very
closely with the legal teams in
Accor business units worldwide
– indeed, the success of our
strategy depends in great part
on the information and help
given from the field (reporting
of infringements, assessment
of commercial harm, collect of
evidence on-site etc),” explains
IP department head Marie
Champey. “At the corporate
level, we have trained a lot
of the business teams so that
they include us in the decisionmaking process. All strategic
projects with strong IP impacts
are therefore reviewed by
my team, and the marketing
teams and senior management
do take into account our
recommendations.”
The Accor portfolio
encompasses approximately
6,000 trademarks registered in
www.WorldTrademarkReview.com

more than 100 countries. “The
distinctive characteristic of this
portfolio is that it generates very
significant litigation activity,
comparable to that of luxury
products,” observes Champey.
She goes on to consider the
secrets behind the company’s
success in protecting that
portfolio: “As far as Accor is
concerned, the key factors are,
first, building a concrete and
achievable strategy, based on
the business priorities and
the objective strength and
weaknesses of the intellectual
assets of the group. Second
is reviewing that strategy as
often as the business requires.
Third is relying on a team
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of IP firms which have been
chosen not only on the basis
of their high-level expertise,
but also on their capacity to
understand the business and
therefore our expectations on
a daily basis. The final factor
is working on the relationship
with legal teams inside the
group, as well as all teams
in the business that play a
role in the protection and
enforcement of IP at all levels
– development, marketing,
communication, procurement,
HR, M&A and so on.”
Given the pace of work and
the number of new projects
that crossed her desk over the
past year, Champey is reluctant

to hazard a guess at what might
be coming down the line in the
months to come. “Since I joined
Accor in 2008, each year has
been a year of new challenges,
in terms of either brand
creation, change, purchase or
assignment,” she concludes.
“Therefore I can only expect
that 2014 and 2015 will be full
of very exciting challenges and
projects… but those I can only
comment on in a later issue of
World Trademark Review!”
Other nominees:
American Airlines
Caesars Entertainment
Expedia
Starwood Hotels & Resorts

L-R: Marie Champey (Accor), Eric Fingerhut (Dykema Gossett), Angelique De Simencourt (Accor)
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Vehicles & Transport Team of the Year
Nissan Motor Company

When asked to outline the
activities and challenges that
have kept the Nissan Motor Co
trademark team busy over the
past year, Yuki Tomura, manager
of the contract and trademark
group, intellectual property
department, Nissan Motor
Co, produces a lengthy list,
spanning trademark clearance
and prosecution (and related
negotiations), litigation in
China and the management of
a global network of counsel. “In
order to manage these issues
with limited staff numbers,
we dedicated a lot of time to
setting up new administration
processes,” he observes.
The Nissan global
trademark portfolio comprises
approximately 24,500 marks,
with registration work ongoing
(in 2011 the company applied

for 2,800 marks – a figure that
jumped to 6,300 in 2012). The
bulk of all trademark-related
work is handled by the team at
Nissan corporate headquarters
in Japan, where the trademark
function is sited within the
wider IP department. Regional
units in the United States, France
and China work closely with the
central team; the total number
of people dedicated to handling
trademarks stands at 12.
In terms of interaction
with other divisions, Tomura
explains that their closest
collaborator is, unsurprisingly,
the naming department,
which is embedded in the
brand management function.
Elsewhere, routine trademark
matters, work on trademarkrelated agreements and related
dispute resolution issues
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are sent directly to the team
from the various corporate
departments.
These smooth working
relationships are underpinned
by a mutual trust and an
understanding of different
stakeholders’ respective
concerns. Happily, adds Tomura,
“most of the marketing people
and executives pay attention to
the requests from the trademark
team” – in fact, she cites “upperlevel executive understanding
and support for trademark and
brand protection activities” as a
key factor behind their success.
Another is the “strong
cooperation among Nissan’s
Japan-based trademark team
and the regional trademark
teams and local counsel.
We recognise each region’s
strengths and specialties, and

use them to ensure maximum
performance as a global team.
I really believe that this strong
ethic of cooperation is one of
main characteristics, and also
the biggest strength, of Nissan’s
global trademark team”.
Looking ahead at likely
challenges, Tomura identifies
“establishing the trademark
portfolio in emerging countries”
as a key preoccupation. Drawing
on its established framework for
international cooperation with
regional hubs, it is a challenge
that the team will no doubt rise
to meet.
Other nominees:
BMW
Phillips 66
Porsche
Volkswagen (China)
Investment Company

The Nissan Motor Co team onstage with Jan Weiser of Lichtenstein, Körner & Partners
www.WorldTrademarkReview.com
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Lifetime Achievement Award
Miles Alexander
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Miles Alexander sat down with World Trademark
Review to reflect on his time in the trademark world

Q: What would you say has been your biggest challenge in the
world of trademarks and how did you overcome it?

Q: How did you come to work in the trademark field?

A: I am reluctant to use the term ‘biggest’ when referencing
challenges or events in one’s life or field of law. In the early years, our
challenge was convincing clients that their brand was normally their
most valuable asset. By doing so, we were better able to serve them
well and obtain the necessary support of management in protecting
the goodwill of their business.
Major challenges since have included the need to convince
marketing and advertising corporate legal departments and
entrepreneurs that, to the extent it is feasible to do so, it is
important to adopt trademarks which are distinctive rather than
descriptive of their goods or services, since the ability to protect
a distinctive mark from infringers and others who would seek to
trade upon a client’s goodwill is enhanced by use of a mark which
cannot be fairly used in a descriptive manner by competitors or

A: When I first joined my law firm as a summer associate in 1954,
I realised it had a unique history. It was a full-practice firm with
a national reputation in the trademark and IP field, based on its
protection of the COCA-COLA marks.
Although I practised in the corporate, litigation and
antitrust fields, I was soon drawn to the areas of trademark
and unfair competition law, since many of my antitrust cases
also involved trademark disputes. The turning point was
defending marks such as FRITOS and JELL-O from claims of
genericism, and marks such as ROLLS-ROYCE and BETTY
CROCKER from dilution, as well as early cases against
counterfeiting and grey-market imports.

Mei-lan Stark, INTA’s 2014 president and senior vice president of intellectual property at Fox Entertainment, presents the award to Miles Alexander
66 World Trademark Review August/September 2014

www.WorldTrademarkReview.com

cannibalised by use of similar marks.
In recent years, much of my time has been spent on the
challenge of avoiding the destructive impact of litigation costs
through the creative use of alternative dispute resolution
and avoiding the tendency to want to chase every rabbit into
every hole.
Q: What major changes have you observed in the trademark
world during your career?
A: Technology, technology, technology! From the advances in
photocopying, fax communications and videophone conferences
in my early years of practice to the Internet, Facebook, Twitter and
vistas yet unknown, technology has created worldwide markets and
placed instant communication at the fingertips of brand owners
and others – making infringement easier and enforcement more
difficult. It is comparable to going from horseback to jet flights, and
from radio to television during my lifetime.
In addition, the expansion of trademark rights from consumer
protection to brand owner protection via dilution and confusion
based on perceived affiliation has proved the business community’s
ability to successfully lobby for the introduction of protective
legislation that expands brand owners’ rights.
Q: If you could make one change to the trademark world, what
would it be?
A: Striking a balance between the benefits of protecting brand
owners’ proprietary interests, the need for competition and the
public interest.
Q: What have been the personal highlights of your career?
A: Highlights have included practising law with partners who are also
friends, and who understand that clients and firms require a team
approach in order to render and obtain high-quality representation.
Often, the most satisfying aspect of trademark practice is convincing
clients not to pursue counterproductive strategies.
There are, of course, individual cases that we have won which
became part of our lives and often involved the survival of a great
brand – whether it be a unique mark not falling into the public
domain as a generic term, the right of an author to critique by satire
a famous copyrighted work (eg, Gone With The Wind v Wind Done
Gone), the right of the estate of Martin Luther King Jr to protect its
copyrighted “I Have A Dream” speech or a client defending its right
to own its mark when that right has been challenged (eg, Domino’s
Pizza surviving a challenge by Amstar (Domino Sugar) to its right to
use the Dominos mark).
In addition, halting third-party infringement of a client’s mark –
be it footwear design marks, SUPERMAN, WONDER WOMAN, ROLLSROYCE, BETTY CROCKER or CARTIER – has been a continuing source
of satisfaction.
Currently, the most satisfying parts of my practice are pro bono
work and helping parties to save millions of dollars in avoiding
litigation costs through early mediation and creative settlements.
Q: Finally, who would you say have been the greatest influences
on your career?
A: Aside from my wife, children and parents, they are my mentors
when I first joined my firm, my peer group who have been partners and
friends, and younger colleagues who have made me a better lawyer.
www.WorldTrademarkReview.com

Biography
Over a career that has spanned almost 60 years, Miles Alexander
has helped to shape the US trademark landscape, participating in
the Trademark Review Commission which drafted the landmark
1989 Lanham Act revisions and serving on the committee
that prepared the 1995 Restatement of Unfair Competition.
He has also served as chairman of the Trademark Public
Advisory Committee to the US Patent and Trademark Office
and is a member of the CPR Institute for Dispute Resolution
and the International Trademark Association’s (INTA) Panel
of Distinguished Neutrals (and has mediated over 50 cases
nationwide). Alexander received INTA’s 2002 President’s Award
and was the first recipient of the Georgia Bar Intellectual Property
Section’s Lifetime Achievement Award in 2006. In 2013 he was
elected to the IP Hall of Fame. He is a partner with law firm
Kilpatrick Townsend, which he joined in 1958.
Previous winners
2013: Kimbley L Muller, Shell Oil Company
2012: Alan Drewsen, International Trademark Association
2011: Jerome Gilson, Brinks Hofer Gilson & Lione
2010: A
 lexander von Muhlendahl, Bardehle Pagenberg Dost
Altenburg Geissler
2009: Rhonda Steele, Mars
2008: Dee Ann Weldon-Wilson, ExxonMobil
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Awards
night
Over 200 senior IP professionals attended
the eighth WTR Industry Awards ceremony
(www.Industry-Awards.com) at the Hong
Kong Jockey Club, Happy Valley Racecourse,
on May 13 2014.
Representatives from the shortlisted
teams mingled with leading private practice
lawyers at the exclusive champagne
reception in honour of the world’s top
in-house trademark counsel.
World Trademark Review wishes to
thank all nominees and sponsors for
making the WTR Industry Awards 2014 such
a successful event.
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1 	The award trophies await their rightful
owners
2 	Mei-lan Stark, 2014 INTA president,
introduces Miles Alexander
3 	Peter Becker (Microsoft) and Casey
Mangan (Allstate)
4 	Marianne David (Apple), Michelle Ravn
Appelqvist (SanDisk Corp) and Irene
Chong (Apple)
5 	Rubya Ramjahn and Michelle Fang
(eBay)

10

6 	Robert MacDonald (Gowlings), Emma
Stockford (GlaxoSmithKline) and Marion
Bailey (Gowlings)
7 	Sergio Barragan (PepsiCo), Camilla
Santamaría Balen (The National
Federation of Coffee Growers of
Colombia) and Gerardo Munoz de Cote
(Televisa)
8 	Tom Scourfield (CMS), Brandy Baker
(Kangxin) and Craig Stone (Philips 66)
11

12

9

The ceremony commences

10 	Margaret Au (Microsoft), Kat Johnson
(Facebook), Leanne Andrepont
(Microsoft) and Paul Andre Pont
(Microsoft)
11 	Miles Alexander (Kilpatrick Townsend)
and Silke Reinhold (Volkswagen)
12 The band plays on
13 The Chofn team relax after the ceremony
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