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First indications of brand owner
engagement with gTLDS
The first seven of Donuts’ new
generic top-level domains
(gTLDs) opened for public
registration in January, marking
the first opportunity to gauge
the appetite – and how brand
owners are strategising – for the
online expansion. The world’s
leading brands seem to be evenly
split between those which opted
for inclusion on Donuts’ domain
protected marks list (DPML) and
those initially choosing to wait
and watch.

On January 29 2014 ‘.bike’,
‘.clothing’, ‘.guru’, ‘.holdings,
‘.plumbing’, ‘.singles’ and
‘.ventures’ opened for general
availability. In addition to
over 50 of its gTLDs currently
live on the Internet, Donuts
expects five new gTLDs to go
live each week. The company
has taken in excess of $5
million in “total orders and
commitments (to date) for its
services”.
One of these service

offerings is the DPML, which
enables trademark owners to
block their trademarks across
multiple strings for a single fee.
The cost is around $3,000 for
an initial five-year term. Mark
owners will also have to carry
out defensive registrations via
the sunrise for each Donuts
gTLD. To participate in both
the sunrise and the DPML,
marks must be registered in
the Trademark Clearinghouse
(TMCH). Those wishing to use

and new rights protection
mechanisms, trademark
owners are still not in the clear.
Registry operators may still not
fully disclose the terms of, or
exceptions to, ‘blocks’ and blanket
protections, or identify names
they will set aside for premium
pricing. This lack of transparency
casts a shadow of uncertainty

over what trademark owners are
paying for when they purchase a
registry-wide block. The lesson
is: don’t assume that a trademark
protection mechanism offered by
the registry operator is sufficient
to protect your brands. Be alert.
Ask questions. Follow up.”
Tiki Dare, legal director, Oracle
Corporation

the DPML should note that the
earlier a block is purchased,
the more TLDs it will provide
protection for.
In the last week of January,
World Trademark Review looked
at the situation in terms of
sunrise or DPML engagement
among the top 25 brands
on last year’s BrandFinance
Global 500, using the Donuts
WHOIS tool. Almost half of
the top 25 (12) had opted for
DPML protection, while the
others appeared not to have
engaged (at least for their
master brand). The exception
was Amazon, which opted
for registrations in the seven
gTLDs mentioned above.

Counsel comment:
“Brand owners should be wide
awake and actively pursuing
opportunities – the starting
gun has just sounded for this
domain name explosion. Marks
should already be registered
in the TMCH and it’s time to
start registering during the new
sunrise and landrush periods that
open weekly. Even with vigilance

ECJ provides guidance on ‘due cause’ under Article 5(2)
In Leidseplein Beheer BV v Red
Bull GmbH (Case C-65/12), the
European Court of Justice (ECJ)
has provided guidance on what
is considered ‘due cause’ under
Article 5(2) of the First Trademarks
Directive (89/104/EEC).
In the underlying case – a
Benelux dispute – Mr de Vries
had been using the mark THE
BULLDOG in relation to hotel,
restaurant and café services in
the Netherlands since 1975, and
owned Benelux registrations for
various THE BULLDOG marks.
Red Bull sought to prevent de
Vries’ use of THE BULLDOG on
energy drinks. The matter made
its way to the Dutch Supreme
Court, which asked the ECJ
whether there could be ‘due
cause’ within the meaning of
Article 5(2) where a sign that is
4

identical or similar to a mark
with a reputation was already
being used in good faith in
relation to other products or
services prior to the mark with
a reputation being applied
for or having acquired its
reputation.
The ECJ ruled that, pursuant
to the concept of ‘due cause’
within the meaning of Article
5(2), the owner of a mark with
a reputation may be obliged to
tolerate the use by a third party
of a sign similar to its mark
in relation to a product which
is identical to that for which
its mark is registered, if it is
demonstrated that that sign was
being used before its own mark
was filed and that the use of the
sign in relation to the identical
product was in good faith.
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Case comment:
“This case brings into contrast
an EU jurisdiction which has
not traditionally acknowledged
purely use-based rights, and
provisions of EU trademark
law which have the potential
to override or negate earlier
use and unintentionally lead
to restriction on use of an
earlier mark. Fortunately, the
concepts of good and bad faith
were interpreted in this case
to conclude that, where the
earlier use has been in good
faith, the earlier user may
continue to use its mark. THE
BULLDOG is a well-known chain
of cafés and hotels. However,
even without this expanding
use, I wonder whether there is

sufficient similarity between
THE BULLDOG and RED BULL,
even for identical goods. I do
not doubt the reputation of RED
BULL for energy drinks, but I
would not confuse a bull of any
colour with a dog.”
Chris McLeod, director of
trademarks, Squire Sanders

www.WorldTrademarkReview.com

