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News focus

OHIM makes surprise announcement over mediation
The Office for Harmonisation in
the Internal Market (OHIM) has
introduced a mediation service
as an alternative to appealing to
the Boards of Appeal in
trademark and design cases. The
service is offered by a team of
specially trained mediators
drawn from OHIM’s staff. The
statement announcing the
launch indicated that
“mediation is a new departure
for OHIM and one that is being
offered following interest
expressed by users”. Speaking
after the launch, MARQUES
representative Tove Graulund
said that the announcement
took the organisation by
surprise.
At present, OHIM offers
mediation services for appeals
only. To qualify for the service,
an appeal must have already
been filed, with payment of the
normal appeal fee of €800. If
the mediation takes place at
OHIM’s premises in Alicante,
there is no further fee to pa y;

alternatively, mediation can
be offered at OHIM’s Brussels
office on payment of a fee
of €750.
The process itself is not
binding on the parties, but is
expected to lead to the
settlement of the appeal
procedure and to binding
contracts in many cases. The
alternative is to proceed with an
appeal, which takes one-and-ahalf years on average and may
be followed by further litigation
before the Luxembourg courts.
Théophile Margellos,
chairman of OHIM’s First and
Third Board of Appeal, will
coordinate the mediation team.
He stresses that mediation
requires completely different
skills: “Mediators are
‘facilitators’, not judges. They
don’t offer solutions or hand
down decisions. Our role is to
help the parties reach an
agreement.” Although it is
difficult to estimate demand for
the new service, Margellos

expects that the team will deal
with a couple of dozen cases in
the first year (although OHIM is
planning to expand the team).
The names and backgrounds of
the eight available mediators
will be published on OH IM’s
website, so that parties seeking
mediation will be able to choose
the individual who is best suited
to their case.
There are no plans at
present to cover other types of
inter partes cases, such as
oppositions or cancellations at
first instance. Philipp von Kapff,
special adviser to the president
of OHIM’s boards of appeal,
explains: “The circumstances
surrounding these cases are
different, with the examination
of opposition cases, for
example, taking just 10 weeks
on average, and a ‘cooling-off
period’ already available.”
However, OHIM will be “looking
closely at how popular and
successful the service is and
whether it may be useful on

other levels of inter partes
proceedings”.
Details of the new service
emerged publicly the week of
the MARQUES annual
conference, and while user
demand was cited as the main
driver for the new service, Tove
Graulund, MARQUES
representative, said: “It came as
a surprise for us. To my
knowledge, it wasn’t planned or
discussed with any of the user
organisations. They obviously
don’t have to do this every time,
but it does make sense to.
Certainly, a few years ago
MARQUES did state that they
weren’t interested in OHIM
running this sort of service, so it
would have been nice to have
been in the loop. But I am
convinced that they will want to
discuss this more closely with
users - it might be a good topic
for the next user group
meeting. We like to think that
we have value to add.”

BUDWEISER dispute clarifies concept
of acquiescence

In Budejovicky Budvar, narodni
podnik v Anheuser-Busch Inc
(Case C-482/09), the ECJ has
ruled that Anheuser-Busch
must continue to share the
BUDWEISER trademark with
Budejovický Budvar when
marketing its products in the
United Kingdom.
In doing so, the ECJ
confirmed that 'acquiescence'
within the meaning of Article
9(1) of the First Trademarks

Directive (89/104/EEC) is
a European concept to be
applied uniformly across all
member states.
According to Edwards
Wildman Palmer’s Nick Bolter,
the most striking aspect of this
decision is that the ECJ
recognised that Article 4(1)(a)
of the directive must be
interpreted as meaning that the
longstanding honest concurrent
use of two identical marks is
liable to prevent the proprietor
of the earlier mark from
obtaining the cancellation of
the later mark.
This interpretation
effectively introduces the
English concept of ‘honest
concurrent use’ into EU law.
Mark Blair, partner at Marks

& Clerk Solicitors (which acted
for Budvar), welcomed the
ruling: “The two brands have coexisted in the United Kingdom
for decades. The identical
nature of the BUDWEISER marks
is an honest, historical
coincidence, and causes no
significant confusion among
UK consumers.
“This is effectively a very
strong endorsement from the
ECJ of Budvar’s right to the
Budweiser name in the United
Kingdom, and of the underlying
principles of trademark law in
general - it sends a clear
message that you cannot simply
cancel a trademark that has
been used for 30-plus years in
good faith.”

You can now follow World Trademark Review on Twitter. Visit twitter.com/WTRmagazine
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